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Status 

1 )I3 Responsive to communication(s) filed on 12 December 2006 , 
2a)\3 This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is In condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) 1-8 and 10-12 is/are withdrawn from consideration. 

5) 0 Claim{s) is/are allowed. 

6) S Clalnn(s) 9 and 13 is/are rejected. 
?)□ Claim(s) ^ is/are objected to. 

8)D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

fQ^f^ The specification is objected to by the Examiner. 
3 The drawing(s) filed on 28 September 2004 is/are: a)S accepted or b)n objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
o Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group V, claim 9. in the reply filed on 12 
December 2006 is acknowledged. The traversal is on the ground(s) that utility was 
found to exist during the international stage of the present application and that there 
was no mention of the invention of claim 8 or 9 being known in the art (page 6 of the 
Remarks). This is not found persuasive because PCT Rule 13.5 allows for 
reexamination of compliance with the utility of invention requirement at the National 
Stage, and under the ruljss of unity of invention, all of the claims must have the same 
special technical feature, since the Examiner has established that the invention of claim 
1 was know in the art at the time of the invention, the claims as a whole cannot be 
viewed as all having the same special technical feature. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1-8 are withdrawn from further consideration pursuant to 37 CFR § 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on 12 December 2006. 

3. Newly submitted claims 10-12 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: Said claims are 
directed to a transformed cell with a transgene encoding acetolactate synthase with 
either an additional amino acid substitution or a different amino acid substitution of a 
wild-type rice acetolactate synthase. 
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Since applicant has received an action on tlie merits for ttie originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim10-12 are withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR § 1.142(b) and MPEP § 821.03. 

For the reasons given above. Applicants' assertion that new claims 12-13 
correspond to the elected subject matter is not found to be persuasive (page 6 of the 
Remarks). 

Claims 9 and 13 are under examination in the instant application. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR § 1.48(b) if 
one or more of the currently named inventors is no longer an inventor of at least one 
claim remaining in the application. Any amendment of inventorship must be 
accompanied by a request under 37 CFR § 1 .48(b) and by the fee required under 37 
CFR§ 1.17(i). 

Specification 

5. The Abstract of the Invention is objected to because it is written in the format of a 
claim. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is Important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The fomi and legal phraseology 
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often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, 'The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

7. The limitation "at position 627 of a wild-type rice acetolactate synthase" in claim 9 
is a relative term which renders the claim indefinite. Since such a position is relative, a 
recitation of to what the position is relative to is required. Since plants, including rice 
which encompasses multiple plant species, can have multiple genes encoding 
acetolactate synthase, the metes and bounds of the claim are unclear. Claim 13 is also 
indefinite for the same reason. 

Claim Rejections - 35 USC § 102/103 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on safe in this country, more than one year prior to the date of application for patent in the United 
states. 



Application/Control Number: 10/509,121 Page 5 

Art Unit: 1638 

9. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 9 and 13 are rejected under 35 U.S.C. § 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. § 103(a) as obvious over Croughan (WO 01/85970 A2, 
published 15 November 2001) taken with the evidence of Shimizu et al (NCBI 
Accession BAB20813. 14 April 2001). 

Croughan discloses a gene coding for a acetolactate synthase in which a serine 
corresponding to serine at position 627 of a wild-type rice acetolactate synthase is 
replaced by isoleucine at SEQ ID NOs: 4 and 5. Croughan also discloses other 
substitutions of an acetolactate synthase at said serine at position 627 at claim 86 that 
give resistance to pyrithiobac sodium at claim 90 by incorporating a gene encoding such 
an acetolactate synthase into a transgenic plant at claim 97. Croughan discloses that 
the use of herbicide resistant acetolactate synthase gene to select for resistant 
transformants was well established in the prior art at pages 6 and 7. 

Croughan does not specifically teach the claimed method using a gene coding 
for a acetolactate synthase in which a serine corresponding to serine at position 627 of 
a wild-type rice acetolactate synthase, in fact Croughan recites at claim 38 "wherein the 
encoded AHAS does not have an isoleucine residue at amino acid position 627". 

In the alternative, the instant claims would have been prima facie obvious to one 
of ordinary skill in the art at the time of Applicants* invention. It would have been obvious 
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to one of ordinary skill in the art that claim 38 of Croughan was an attempt to claim 
around a prior art species which was acknowledged on page 7, 5^ paragraph of the 
specification, and in SEQ ID NOs: 4 and 5. Given the teachings of Croughan to use a 
gene encoding an acetolactate synthase gene having an amino acid substitution at the 
serine at position 627 of a wild-type rice plant to produce a transgenic plant having 
resistance to pyrithiobac sodium herbicide, one of ordinary skill in the art would have 
had a reasonable expectation of success. 

Double Patenting 

1 1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

12. Claims 9 and 13 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 7.1 19.256 B2. 
Although the conflicting claims are not identical, they are not patentably distinct from 
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each other because the species nucleic acid sequence used in the claimed method 
encodes an acetolactate synthase having the serine to isoleucine substation of the 
instant claims. 



13. No claims are allowed. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The central FAX 
number for official correspondence is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-1600. 



Conclusion 




DAWOH. KRUSE. PH.D. 
JWMARYEXAMNER 



David H. Kruse, Ph.D. 
2 March 2007 
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1 5. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent 
Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center 
(Patent EBC) for assistance. Representatives are available to answer your questions daily from 6 am to midnight (EST). 
The toll free number is (866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of the problem. The 
Patent Electronic Business Center will notify applicants of the resolution of the problem within 5-7 business days. 
Applicants can also check PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic 
Business Center is a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables applicants to view 
the scanned images of their own application file folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



